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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of tinne may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 31 July 2002 . 
2a)D This action is FINAL. 2b)[9^his action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 48 and 51-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 48 and 51-57 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)n approved b)\Z\ disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) Kl Notice of References Cited (PTO-892) 4) □ Interview Summary {PTO-413) Paper No(s). 



2) en Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No{s) . 6) O Other: 
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DETAILED ACTION 



Drawings 



This application has been filed with informal drawings which are acceptable for 



examination purposes only. Formal drawings will be required when the application is allowed. 



2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 48 and 51-53 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Regarding claim 48, a "lumen having a non-uniform 
radial force" (see lines 1 -2) was not disclosed/described in the specification. 



type double patenting as being unpatentable over claims 1-28 of U.S. Patent No. 5,807,404. 
Although the conflicting claims are not identical, they are not patentabiy distinct from each other 
because: 

a. Claims 1-28 teaches that in order to exert a non-uniform radial force at either the distal portion 
(= distal row) of a stent, or the distal and proximal portions of a stent, a reduction of the length of 



Claim Rejections - 35 USC § 112 



Double Patenting 



4. 



Claims 48 and 51-57 are rejected under the judicially created doctrine of obviousness- 
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some of the sections at the distal end or distal/proximal ends, and the use of a more flexible 
material, is what is needed. 

b. The difference between claims 48 and 51-57 of the application and claims 1-28 of the patent 
lies in the fact that the patent claims includes more elements and is thus much more specific. 
Thus the invention of claims 1-28 is in effect a "species" of the "generic" invention of claims 48 
and 51-57. It has been held that the generic invention is "anticipated" by the "species". See In re 
Goodman, 29 USPQ2d 2010 (Fed. Cir. 1993). Since claims 48 and 51-57 are anticipated by 
claims 1-28 of the patent, it is not patentably distinct from claims 1-28. 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 



Claim Rejections - 35 USC § 102 
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6. Claims 48 and 51-57 are rejected under 35 U.S.C. 102(b) as being anticipated by Simon 
et al. (US 5,354,308). Simon et al. disclose an expandable stent comprising a plurality of 
interconnected cells, wherein the cells disposed at the ends of the stent are adapted to exert 
greater radial force and are more flexible than the cells at the center of the stent (see column 3, 
lines 40-42 and lines 51-56; column 5, lines 23-32; Figures 1, 4, and 8B). 

7. Claims 48 and 51-57 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kleshinski et al. (US 5,902,317). Kleshinski et al. disclose an expandable stent comprising a 
plurality of interconnected flexible cells (see Figures 1, 4, and 10). The stent could be adapted or 
modified to have different sized cells and/or use different wire sizes to exert greater radial forces 
(and increase flexibility) for treating a lumen having a non-uniform diameter, a non-uniform 
radial force, or a non-uniform longitudinal flexibility (see Abstract; column 7, lines 34-57; 
column 8, lines 28-33; claims 1 and 2). 



disclosure: Pinchasik et al. (US 5,449,373 A), Israel et al. (US 5,733,303 A), Jang (US 5,954,743 
A), Penn et al. (US 6,375,677 Bl), Hassdenteufel (US 6,416,539 Bl), Vallana et al. (Pub. No.: 
US 2001/0044649 Al), and White et al, (Pub. No.: US 2002/0065549 Al). 



Conclusion 



8. 



The prior art made of record and not relied upon is considered pertinent to applicant's 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Javier G. Blanco whose telephone number is 703-605-4259. The 
examiner can normally be reached on M-F (7:00 a.m. -4:30 p.m.), first Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on 703-308-21 1 1. The fax phone numbers for the 
organization where this appHcation or proceeding is assigned are 703-872-9302 for regular 
communications and 703-872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0858. 





JGB 



DavidTH.Willse 
Primary Examiner 



August 8, 2002 



